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In IHe OffHB Aciioo mailed May lSO, 201 1, the ixamtner m|ecj@d ete^^ 40, 
42^48, aifid SS-57 and dbjected to efefm; 57. By way of the foregoing: amandmignts ancS Um 
markings to ^hovy cnaH i-3i , 3^7-38, 41, #-6l, and 67- eyrreiitfif ae^ 34 

39t 40, 43-47; sirld 52-54? arit| nm 0m SB, Thfe fomgoliig amendments are taker) In the 
Interfest of esxpediirig prosecdtion ^nd ffier^ is Ho iihteriticjh: of lurrendfiirig any mr\§B of 
l^Qiiiv|!er4^ tqi vifdM^s^ otieiSvii^ 0ii^fl0d ki; yi#s/v of thf priof aiC 

FuftHe^i-i; tojjf th&: f?f0seiil:^ it does riot follow tftat the amended elistiitis hav® 

tifee0fn0 so perfect in i^smr d^^prfptrori thai rtip one Gosiid cjfeviss Itii ;e<jij|vsfent 
:^m(&ndrnent* as fci^rei lirafta^ons in th^ aNHty ta des)5rifje the pfeserrt iriv^ritldn: in tenguage in; 
the i>at^r>t dlair^^^ prevent the Applicisnts frdrti eaptijrlng every nuance of the invehtioH 

or describing with compete precision the range of its novelty or every possible equivalent. See, 
Egsto Co rp. V. Shoketsy Kinzoku^Kogyo 62 USPQ?itt 1705 (2002), Accordingiy, 

the -fcregoing amendments are made specificaiiy in the interest of expediting, prosecution and 
there is no intention of surrenderif^g any i:aiige of ecjulvatehts to wiifeh AppifGaif^t^ V^t^^ 
beentitied. 

PETmOM FOR EXTENSiON OF TIMS 
Ap>plicaht respectful!y requests and petitions an appropnate extension of tirrili to respdnd 
to the outstandihg Office Aotion, of two mdhihs. The Commrsslon^r is herefciy authorized to 
ciharp Deposit AcciiKJiit No. Bd*iC)i97 for the 2-mohth extension fea and for ariy deficiehpi^s or 
ove^apients whioh mayt^ due: fh^t^^^^ riameof Dobrusin & Thehhisch PCi. 

Claim fteseotbhs^ 35 O j.G. ^ it2 

the olfica aotion iFejeoted clatms 34, 39, 47, arid s^-dS under SS tJi,S.€. § 112, seeond 
parairaph, as iJeing indefinite for failing to pafticijlarty point oiit and distihctiy claim the safejeo^ 
matter which Applicant fegards as the invention, Appiieaht tmverses these rejections. 

the off ibe aofibn reiePted etaims 34, 47, and M for ihciudihg the term %iich Without 
acquieseence to this suggestion Applicant has deleted the term "such as," Thtfe, -Applicant 
believes that the rejections have been rendered moot and Applicant respectfully requests that the 
rejections be withdrawn. 
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The offsQ© action rejected claims 62/andS3 for tnduding the tern coneentrSc tubes. 
The office actton aOeges that these clafms are Rot cornmensurate iti scope with claim 32 which 
claims that tubes are hollow, ApifSlfGartt respectfuily dtsfaprees with thsig rejectiors. Howevef j 
v^h0ut ac^yiesc^ ^ppfiicaiit-has amerKi^ 3iS>, ^2, ar^d S3, thus* 

Applfcaot beiiav^s th^ the i^erotidhs haire^ b^n rehde moot and Apjiifcant r8Sf?i©ctfy% 
iifiiquest^ that the1^e<3^ fcj© ifi^thdrsavvn^ 

Th^ of #5t(0n fBjfe^ S6 because cS^rn §6 f^cfte^ fhe tw© surface layers 

fiiod^ dl dif^r^ Th0 offiee-acticin aii^es;^^^ oMm 

32 betsaus^ piiaim 32 r^^ijirpl th0 surface laji^rstej be trt^ 
jstruotureSi VVithout adqMfestesheg td this^ugg 

Uie t^mi rnSrt^ihfng. Aij^ifosp befeves tJiat f^^otibriis :h#e been rendered trioot ari^ 
resifMdtfui!^ mqUessta-tb^ thfer^e^ b^: withdras^H;^ 

f I . Ciaim Rejections - 35 U.S.C, § 103 
The office action rejected ciaims 32-36, 45-48, and 55-56 under 36 U.S.C. 103 Zis being, 
unpatentabie over FR2356509 in view of JP2963070. The office action rejected claims 32, 34, 40, 
42"47j and 57 are rejected under 35 U.S-C. § 103 as being uiipatenfalSl© oyer Soboisf 
(Sj03O^48S) in; View of Jf? 2S03O7O. Applicant traverses the r^eqlJobs for reasons Stated 
herein. 

Ramgrsph g 

T%e d#ice action relected elkim 46-48, arnd S5-i^^ under 35 U.S,e, ^ 103 as fijelfiQ 
utipatentabfe over In view of JP296307Q. The office aetiOni has not perfofmed fact 

finding fbf each and every element of the blairns as required: In drd^f to create a proper prima 
fade obviousni^ss rfjectionv It Is: well established that, ''All; words in a elate must be ransfderfed In 
judgiini the patentability of that claim agalifjst the: prior art.*' Jn m Wikm, 424 FJd 1382, 138S, 
4^5 USP^ 494i 496 (pdPA 197£i)v The off lee aetfoh has not perf^ 

ref>erence of record teaches the following elements of claiftis and 4<8/'"*wherelh the resoSting 
composite has a fiexura! modulus as measured by ASTM D790/ISO 178 from 200 mPa to 700 
mPa"; "wherein the at least two surface layers are an internal tube structure located Inside of an 
axternal tube structure, and the internai tube structure is hoilow"; and %/f>erein the epoxy foam is 
emfjedded in the two surface layersf The office action tes not pofformed fact finding showing 
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wfere a reference of record teaches eiaim M, which states: ^he surface layers am a me^ fei! 
made of aluminum or stee!.'' Ttie office action lias hot performed fact finding sho>¥!ng where ja^ 
referene© of reeorcJ taaehes; ciaiirnis 39, S2 aiid 63, wNfeH sfrntesj "wNrein the sntema! iubB 
^tructuiB jsncl he ex^ the csffitse ad^^ has nc^ pefformed lact 

flncfiri^ as tq clafm 40^ whicii $tkt^s Itte sijrfac© laygim am rinaccle of a m#ta! th^ Mudes 
MurriinyjfTi," #i<J^ a^tidn hais ftpt ;pi^*formed fact fincjihg a$ to efetiitvst 4S-4S. Ih the f^jeetbo 
the office aefloti ^!^#s tiat *Begastjingi dalrh 42, #j!ah reditSiS the ee^pdi^if^ Is of; a 
c0hstmet!on buil^Shg; Qf tr^n^portatipri yfhicile:, is hot given ^ny paleotable: y^^^^ t^cause M 
fnit0hd0d ttsi," ahd "regafdiriQ ^jlaftis 4i^46, fiei iknguag^^ *cc5infigifFe<^ to' is niOt gt\jpis ^hy 
pMtehtsilsl^ viiJeight b#eaus0 df irvt^t^fiacJ u# " (oilm 4#oh, t1./t?/lgOl t iEfag;# $) Fommost, th© 
ejaims have ij^s'sn arnehdeii t6 rehidve the term ^dQ^figufed to," fhMs; liyppiicant bi^lieve^ tf^t thi^^ 
arguriiJ^nt ife moot. Fyrtherfncir^j, ai reCttetf earii-er in thfe raspdhs^ the court^^ cieariy held tiiat 
"Ail worlds In a claim must be considered in judging the patentability of that claim against the prior 
art" in re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA 1970), Thus, applicant 
bsfeVBs that the rejectio?"ss of claim 42-45 is improper. The office action iias not performesd fact 
finding as to daim 58, which states, 'the at least two surface layers are encased wifti the epoxy 
foam." For at least these reasons, Applicant does not believe a proper prima facie obviousness 
rejeetion has been presented and Applicant raspactfuiiy requests that the rejection be vvithdrawn, 

The office action alleges the amount of epoxy resin in the core and the flexurai modulus 
are result effect variables, Appljeant traverses this rejeetlon and Appiicarit believes that the 
office action has rfot: {aresented the proper aniafyfeis tto show that tfie amoynt of epoxy resin in 
the cpre an<i/dr the flexumi modttius are: in faet result effoet variiables. The court in* In re 
Af}tQni0i I^S iJ.S.f?.Q. 6 (1977 ddf*A)i< re|ectetf airt examiner's argiufhent thM ^^eflie^^^ 
(degme erf pursflcattonf was afteed^ ehanging "fiyciraulic loading-' of a wasted treatment 
plaiit. The cofcjrt In rejecting the exammef's findShg of a: result e^ect vartaifofe states that '*[t]he 
proparty is that the cS^scribeci devices designed- with tt^re ratio will rnaxirnize tlBatm©^^ 
re^ardiess of the values of the other variables ih the devices* fd; at 8 (emphasis added), the 
court stated that "it Is impossible to recognize, frorti the escperirttgrrt taught fey B«?s!aggar, that 
'treatment capacity' is a functior! of 'tank volume' or the tank v:o!ume-tQ-contactor area ratio," 
Id. at 8. The court- then want an to state that, "Such functionality can only be determined from 
data representing either efficiency at varying tank volume, fixed throughput, and fixed contactor 
area or throughput at yarying tank ¥0lum6i fixed efficierwyi arid fixed contactor area, Each of 
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thes© expeiiments represents treatment eapaeity witii ftxed: contaotof arsa but var^mg tank 
voiume." !d< at 8. 

Tte fast sc^r^srio is simHar^t^^^ In^te^oms^ th® igxam 

B maximized. H0r% office ise^^^ jisaltegiiig theit by ^ arnount of ^pojs^ resin irr 

the core the degree 0f ng^ity, stengthi atndilesajra! of tlie stbetyre could be 

c;c>ritrplied; in >9tr!t<>!F)fe, the cduil: feurjd::pgt tr-eath)^ eouirf be cdrrtfotfed by^ a 

mqitityde #:f0ct5^^^ $tnd fiatliydfifeiilfe^ k nottiiie 6njy vsriate^^ that affects ^fiiii^iencif. 

The coMrt then fiiste^ Muttipfie 4i^^ Oontrcil ^Jf periey by ■hoi«3tH 

60rjs^taht ^hd ^Edjusting Mfiefsj therefejr'^ij ih^ court fduncithQtthi^ result 

eff^^Gt v^rlabie^^nd^ thu^^ th^ elaihiii v^eif# noii^yipySi, ih fh0 present caES^v them; j^r^ 

multitude csf df^^^ tilat can affect rigidity ^hd str'ength of the structure. One such 

example is the type of epoxy resin. Other such exampiss;, to name a few inciude, a thicker 

surface layer, changing the materials of the surface layers, the shape of tfse struclure, and the 

density of the foam are other factors that may atfecr the rigidity and strength of fi'se structure, 

aruJ the office action fias rjot addressed how any of these factors influer^ce the strerK^ti^ and 

hgidity of the -structure. Without performirig this ar^aiysis Appiieant does not beiteye timt the 

Examiner has estabiished that the amount of epoxy resin is a result affect variabie. Applicant 

respectfuHy invites the Examiner to perform this arjalysISi Applicant fceiieves that lite dffiee 

aGtlon has not presented a prima facie case of oibvi^^ respectfully requ<&st that the 

rejeeiione be withdrawn. 

Under KSR Internatfongsf lDo. V, Teie^^ !hc,, U.S. 398, 8g U8PQ2i:l 1385 |20P7J !h 

light ef Graham v> John Deere Go., S83 U,S. 1, 143 USFQ 4^9 {i9#); Ap|5ifcants be!r^ve that 

proper 35 U,S>d. i 1Q3 rejeGtion was: ifiot made; i^fthdugh the teachihgrsuggestidn-moi^^^ 

(TSM) test reqyirements as applied m KSF? have been Altered to be applied Ih a les6 rigid 

maraier, m expiar^ation has be^rs made showing tfte fea^^^ FI^SOS and JP070. 

The Oourt in KSR saidr 

Often, ft WIN foe; necessary...to iodk to Merrei^^ted ieaehings! of multiple patents; the 
effects of demands l<now!l to th0 de:sfgn commurifty or preserit in the marketpiace; and 
the backg round knowledge possessed fey a person having ordinary si<ii! in the art, ail in 
order fo deterfTiina whether there was an apparerit reason to combine the l<nown 
elemehfei in the fashioh dairnad by IJli p^tieht sit issii^, Tq fasiiilii^e reiyievifi thli analysis 
shoiiid be made expiteit. 
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KSR, 82 UBPQ2d at 1 395 {^3mphasls added). Even uRder KSR where |h© TSM test is 
appSled fess rigidly: |1) there is no TSM to e<sm!3sne tiiera, {2) the^e was ho appare^^^^^ to 
Gomfoine the eiements, and (3) no eixpiioit^^n^lysis 

Th© offte^ fiction fatle<j to j?^^ 
Qmbmeti&. F^or Bxampte, a ti^hsf^icsl csf \}Pp7p has fiotfoqstsi provided; thus, Apf3li£5«a^ 
ndt beji^v® that the requi^tt^ fs ev^fi jSo^ible, T^p^liQapt tispeettuliy invttesth© 

Examiner to fjerfbrni this Iniaiy&iC 

the office actbfi reiectee! d^im S2, 34, 40, >^--47, S7 uhdsr 35 U.^ § 193 as b©pg 
urjpajeni^le over Ssbdiev in view of JF?2963D70. the office acliDfi has »f p^rformed^^f^ 
for each anci m&ry ^l^rheht of the cMms as mquimd iif^ order to create a proper porria faei^ 
obviousness rejection. It: is wsli establish^ that "M w6f«fs m & claim must be considered Irs 
judging the patentabiitty of that claim against the prior art." fri re Wilson, 424 F.2d 1382, 1385, 
165 USPQ 494, 496 (CCPA 1970), The. off ice action has not performed any fact finding where t 
reference of record teaches the following elements of claims 32 and 46, "wherein the at ieast two. 
suflaq© layers are afi ifsterruii tube structurie located inside of an e.Ktefnai tuba structwe, and the 
irstarnai tube structure is hollow" and "wherein the epoxy foam is embecitecl In- the two surfaca 
l;§yers." As to claims 42-45, Af^licant renews tlie discussion above regardfng not providing a 
rejection of these claims, The office action has not performed fact finding as to cialm 4^, which 
states, In which the cornpos^^ in a sportbg good/' Addiionaliy, in pafagmph 9 

of the office action the office action alfeges that; dfaim 57 has been re|ectfon; howeveri. this 
re|#tioh appears lb be in error as »n paraipraph 10 tie jExaminer lists claliti i57 as being aliowabie, 
thusi, Ajpplidant believes that this rejection lis in error and faspactfiilty request that the rejection 
be vs/ftfidrajsiWv for these reasons, A^pticant: does not beileve that a pnopar prirna facie 
Obyipufehess; ^iectiOh has been made and Applicant fespectfiilty requests that tfie rejeetion be 
5iftffthdram 

j^plfcaint rehawa the discussion ffcsii paragraph 8 regardjop resuK effect variabia and 
r^esp^ctfufly requesfe that the reliesctfon be withdrawn as the office action has not performed the 
analysis required to eslablish a result effect variable. 

Under KSR intematkmal Co. v, Telefim Im., S60 U.S. 398, 82 USPQad 1385 ^2007) in 
is0ht of Graharn V, John Deere Co., 383 U.a, 1, 148 USPQ 459 (1966), Applicants believe that^ 
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proper 35 U,S,C, § 103 rejeetion vvas not made. Aithough the feaching-suggestion- motivation 

(TSM) test requirements as applied in KSR hmB hmn aiiered i0 be applied in a less ngM 

mafiper, no explanation has isaen made showing the: reasoning to combine Sobotev and; JP070v 

the Court In HSR^id;: 

Often, it wii! be necessary.. .to look to Inten-efated teachings of mullip!& patents; the 
effects of demands known to the desigsi eootoiuiiity or present In the marketplac©; and 
the background knowiedgo possesssed by a person havtrig ordinary skill in the art, at! In 
order to determine whether there was m apparent reason to combine the known 
elements in tiie fashion etairsed by the patent at Issue. To facilitate reviaw, this anaiysSs 
should be made explicit 

KSH, 82 USPO^t^ 1396 (^riiphasia adej^d), Evfers und^r !<SR Mefe the TSM lestis 
appl{# ieas rigidly; (1) th^re is no TSM to p<>rnt;^!h# ti^rn, (2) tiiere^s ho ^jsilsfsi reason to 
<sotn&tne the eiementsj ahs3 ($) ho iexjslidf ah^iysis was mad^^ 

The office actton has faiSed to present arsy e.Kplicit facts as to vyl:5y Sobolev and JP070 
are combinable. For example, a translation of JP070 has not been provided and/or refisrred to 
in the office action;: tt^us, Applicant does not believe that the requisite analysis is even poseit3!e> 
Applicant respectfully ifwites the Examiner io perfoms this analysis:. 

Paraaraph 10 

The office action objected to ciaim 57 and indfcatad that elafnii 57 is allowaible. Applicpt 
thanks the Examiner for the indicMsor^: oiaiiowaibflity. Ajpplieaht has ariifendedi dajfn 57 Into Jadth 
Glasims 32 and 46, ThuSy Ajspiicaht: feelfeves tftat ciairhs 32 arid 46 are now aitdwaiile km 
Appiicaht f aspe<siu!iy recjuests that afi of the claims bfe alfowed. 

feradraphlt 

The Examiner alleges that applicant admife that the ifexurai moduius can foe opmized, 
Pofemost^ Afi^licaRt disagrees that AppScarit mad^ such ah adrnission. {Moreover, Apptont-s 
remarks were psintihi oiit that the Offioe Action fvad riot perforrned the requisite analysis to 
estafofish a pflhia faeie case of Qptiml^tfon,: Without thfe analysis: a^^«^ of raLttine optimization 
has not estaljlished and, thus, the rejection is improper. Applicant respectfully rrsquests that the 
E.xafTiiner withdraw this argument as this argument has m basis in fact and the Examiner has not 
support this assertion with sutetantsai evidence. 
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In vtew of Applicants' amendments sinci rsniarks, the Examiners rejections are believed 
to be rendered moot. Accordinglyv Applicants subra it flat the present applicafion is lo condition 
for alldwanoQ and reqyestis that the Examiner pass the ease to issue at the earliest cidhve^ni^nee. 
Siioyld the Examiner have any qyestion or wish to further discuss this appficatibsi,; Api^jliqattt 
reqwesfethat tfte Exajfiiihef^e^^ 

If f0r some reason AppJicant haS: not requested a sufficient ej^tefislon ancifor have het paid 
a syfflcisnt fee for fife responsse msiUot for tlie 'ajderiision necsssary to^^^p^^ abahdortment 
Qf this applioatten, please consider this as a request for an eidiertsfen: for the fequimd itea poriqd 
and/or autJioriaatlon to cSiarge our Deposit Ac^^^ 



Respectfully subrnitted, 





Daniel P, Aieissynas 
F!e0istrat:ldh No. S5:,SSi 
DOBRUSI N & THENN! SCB m 
20 VV . Lawrence Street 
Suits 21 Q: 
Pontsac, Ml 48342v 
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